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Claims 40-42,60-62,74-83, are withdrawn from further consideration pursuant to 
37 CFR 1 .142(b) as being drawn to a nonelected species, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
6/17/08. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35-39 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Jp 2-162744 (Simizu). 

Simizu discloses in figure 6 a field effect transistor comprising source, drain and 
gate electrodes; "bonding pad" 6 connected to the gate electrode and a "terminal" 5 
connected to the source electrode; a protecting element comprising high impurity 



regions 2 and 3 and insulating region 7/27 therebetween; and wherein 2 and 3 are 
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disposed under terminal or bonding pad 5 and 6. Accordingly, claim 35 is anticipated or 
at least obvious depending on one's interpretation of "bonding pad" and "terminal". 
Presently the labels "terminal" or "bonding pad" are not considered structurally 
distinguishing over "terminal" or "bonding pad" 5 and 6 of Simizu. 

In regard to the functional language, see In re Swinehart 169 USPQ 226, Ex 
parte Minks 169 USPQ 120 and In re Pearson 181 USPQ 641 where it was decided 
that functional language, statements of intended use, or mere labels do not structurally 
distinguish claims over anticipating prior art. 

> While features of an apparatus may b e recited either structurally or fimctionaliy, claims< 
directed to >an< apparatus must be distinguished from the prior art in terms of structure 
rather than function. >In re Schreiher, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 
143 1 -32 (Fed Cir. 1997) (Hie absence of a disclosure in a prior art reference relating to 
function did not defeat the Board's finding of anticipation of claimed apparatus because 
the limitations at issue were found to be inherent in the prior art reference): see also In re 
Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);<7?? re 
Danfy, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "Apparatus claims 
cover what a. device is, not what a device does,'" Hewlett-Packard Co. v. Bansch & 
Lomblnc, 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis 
in original). 

Claim 36 is also rejected as the high impurity diffusion regions 2 and 3 are disposed 
along the bottom side of a "bond pad" or "terminal". 

Claim 37 is rejected as the impurity regions 2 and 3 can be defined as comprising a 
"peripheral" region. 

Claim 38 is rejected as the protecting element is in a "path" from 5 to the transistor 
channel, for example. 

Claim 39 is rejected as 5 can be labeled a "bonding pad" and 2 is a resistive region. 
Claims 35-39, 43-59, 63-73 and 84-96 are rejected under 35 U.S.C. 103(a) as 



being unpatentable over Simizu in view of Hatta 4,803,527. 
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Simizu discloses a protection device between the gate and source "pads" or 
"terminals". Hatta discloses a similar protection device and wherein protection between 
the gate input and both the source and drain electrodes is practiced. See figure 9 where 
protection between input and ground and input and Vd is practiced. It would have been 
obvious from the suggestions of the prior art to practice an "additional" protection device 
for protection from both Vd and ground voltage spikes. Claim 43 is obvious structure. 
Recitations of "alongside" do not distinguish over the applied art because figure 9 shows 
ground diffusion region and Vd diffusion region on each side of the input pad in Hatta. 

Claim 44 is rejected as there is an additional transistor in Hatta and protection for 
that transistor is also afforded. Multiple protection structures are obvious to one of 
ordinary skill for circuits comprising multiple transistors. 

Claims 45-58 are obvious as the particular breakdown voltages and exact 
dimensions of device regions are result effective variables and there are no unexpected 
results over the teachings and suggestions of the applied art to one of ordinary skill. 

Claim 59 is rejected as a resistor is shown in the applied art for additional 
protection. See figure 1 , for example, of Hatta. 

Claims 63-73 and 84-96 are likewise rejected as above. 

Claims 35-39,43-59,63-73 and 84-96 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Simizu 744 with Hatta '527 and further in view of Tanaka EP 
0,700,161. 

Simizu with Hatta as stated above and further in view of Tanaka disclosing 
multiple transistors. It would have been obvious to have practiced multiple protection 
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devices as Simizu with Hatta for the multiple transistors of Tanaka for the express 
purpose of protecting both transistors from overvoltages, or for protection from spikes 
on both ground and Vd lines, or equivalently, from the most positive and most negative 
sources of voltage. Applicant's claims are obvious structures. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Jackson Jr. whose telephone number is 571- 
272-1730. The examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Parker can be reached on 571-272-2298. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jerome Jackson Jr./ 

Primary Examiner, Art Unit 2815 



